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Art Unit: 1793 

Claims 7, 8 5 1 1 5 16, 17, 18, 19, 20 and 21 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claim 7 is indefinite because the limitation "said polymerization" lacks literal antecedent 
basis because claim 1 does not literally define "polymerization". 

Claim 8 is indefinite because the limitation "the oxidizing agent" lacks antecedent basis 
because claim 3 never defines that an oxidizing agent is present. 

Claim 1 1 is indefinite as to the limitation "metal included in the metal layer" because this 
limitation implies that the layer contains other components other than the metal, however, claim 
1 only defines that the layer is a metal, thus the scope of this claim is outside the scope of claim 
1. 

Claim 16 is indefinite as to the limitation "which contains recesses so as to fill an cover 
the recesses" because the examiner is unclear as to what this is defining. The claim is not defined 
in a clear and concise manner as to enable complete understanding of said claim. What contains 
recesses? Is it the metal layer or the wafer? In addition, what fills and covers the recesses? Is it 
the metal layer that does this? 

Claim 1 7 is indefinite as to the limitation "barrier metal layer is formed on a top of the 
wafer which contains recesses" because the examiner is unclear as to what this is defining. The 
claim is not defined in a clear and concise manner as to enable complete understanding of said 
claim. What contains recesses? Is it the barrier metal layer or the wafer? In addition, is the 
barrier metal layer the metal layer defined in claim 16 or is it a barrier metal layer defining a 
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different layer than the metal layer of claim 16? If the first scenario is correct, the claim should 
be rewritten to clearly define this (wherein said metal layer is a barrier metal layer). 

Claim 1 8 is indefinite as to the limitation "metal included in the metal layer" because this 
limitation implies that the layer contains other components other than the metal, however, claim 
1 only defines that the layer is a metal, thus the scope of this claim is outside the scope of claim 
1. 

Claim 21 is indefinite because the entire claim is not defined in a clear and concise 
manner as to enable complete understanding of the subject matter sought. In addition, what is 
the last two lines of this claim defining? What contains recesses? Is it the metal layer or the 
wafer? In addition, what fills and covers the recesses? Is it the metal layer that does this? This 
claim should be rewritten in a more clear and concise manner. 

Claims 19 and 20 are indefinite because they depend on an indefinite claim. 

Claim 15 is objected to because of the following informalities: The phrase "abrasive 
grains utilize" should be changed to "abrasive grains are". Appropriate correction is required. 

Claims 2 and 16-19 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper dependent 
form, or rewrite the claim(s) in independent form. These claims do not further define the 
composition in terms of the compositional background of said composition. The use and how 
the polymerization is carried out do not further define the components of the composition. 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 



(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



Claims 1-21 are rejected under 35 U.S.C. 102(e) as anticipated by Pasqualoni et al. (671). 

The reference teaches in sections [0019], [0027], [0029], [0035], [0038] and [0040] and 
the claims, a polishing composition comprising an abrasive (alumina, etc.), an oxidizer 
(hydrogen peroxide, etc.), benzotriazole, and an organic acid. The organic acid can be a mixture 
of (1) acetic acid and (2) gallic acid or tannic acid (tannic acid is a tannin). The composition is 
used to polish copper or tantalum metals. 

The claimed invention is anticipated by the reference because the reference teaches a 
composition which comprises all of the claimed components. With respect to the formation of a 
polymer film on the metal layer, since the same metal is polished and the same additive (gallic 
acid or tannic acid (tannic acid is a tannin)) is used, the results are inherent absent evidence to 
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the contrary. In the alternative, the patentability of a composition is based on its components and 
not on the functional of the components. In view of this, the compositions of instant claims 1-15 
are anticipated by the reference. With respect to claims 16-19, these claims are defining the use 
of the composition and as is well known that the use of a composition does not impart 
patentability to composition claims. In addition, the reference uses the composition to polish the 
same materials. With respect to claims 20-21, the reference discloses polishing the same metals 
with the composition. 

Claims 1-21 are rejected under 35 U.S.C. 102(e) as anticipated by Schroeder et al. (763). 

The reference teaches in sections [0018], [0019], [0035]-[0041], a polishing composition 
comprising an abrasive (alumina, etc.), an oxidizer (hydrogen peroxide, etc.), an organic acid 
(claimed materials), benzotriazole, and catechol, pyrogallol, tannic acid (tannic acid is a tannin) 
and the like. The composition is used to polish copper or tantalum metals (sections [0046[- 
[0047]. 

The claimed invention is anticipated by the reference because the reference teaches a 
composition which comprises all of the claimed components. With respect to the formation of a 
polymer film on the metal layer, since the same metal is polished and the same additive (tannic 
acid (tannic acid is a tannin), etc.) is used, the results are inherent absent evidence to the 
contrary. In the alternative, the patentability of a composition is based on its components and not 
on the functional of the components. In view of this, the compositions of instant claims 1-15 are 
anticipated by the reference. With respect to claims 16-19, these claims are defining the use of 
the composition and as is well known that the use of a composition does not impart patentability 
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to composition claims. In addition, the reference uses the composition to polish the same 
materials. With respect to claims 20-21 , the reference discloses polishing the same metals with 
the composition. 

Claims 1-9 and 14-21 are rejected under 35 U.S.C. 102(b) as anticipated by WO 
99/02623. 

The reference teaches in the abstract, page 3, line 3-page 4, line 9 and the claims, a 
polishing composition comprising an abrasive (alumina, etc.), an oxidizer (hydrogen peroxide, 
etc.), benzotriazole, and an organic acid (salicylic acid). Other compounds (plural) can be used 
including catechol, pyrogallol, gallic acid, tannic acid (tannic acid is a tannin) or other organic 
acids (i.e. tartaric acid). The composition is used to polish copper or tantalum metals. 

The claimed invention is anticipated by the reference because the reference teaches a 
composition which comprises all of the claimed components. With respect to the formation of a 
polymer film on the metal layer, since the same metal is polished and the same additive (gallic 
acid or tannic acid (tannic acid is a tannin), etc.) is used, the results are inherent absent evidence 
to the contrary. In the alternative, the patentability of a composition is based on its components 
and not on the functional of the components. In view of this, the compositions of instant claims 
1-9 and 14-15 are anticipated by the reference. With respect to claims 16-19, these claims are 
defining the use of the composition and as is well known that the use of a composition does not 
impart patentability to composition claims. In addition, the reference uses the composition to 
polish the same materials. With respect to claims 20-21, the reference discloses polishing the 
same metals with the composition. 
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Claim 10 is rejected under 35 U.S.C. 103(a) as anticipated by WO 99/02623. 

The reference teaches that other compounds (plural) can be used including catechol, 
pyrogallol, gallic acid, tannic acid (tannic acid is a tannin) or other organic acids (i.e. tartaric 
acid). The reference defines compounds, in the plural form, thus making the use of a mixture of 
individual compounds obvious. 

The additional references cited on the 1449 have been reviewed by the examiner and are 
considered to be art of interest since they are cumulative to or less than the art relied upon in the 
above rejections. The content of the search report has also been reviewed. 

Any foreign language documents submitted by applicant has been considered to the 
extent of the short explanation of significance, English abstract or English equivalent, if 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael A. Marcheschi whose telephone number is (571) 272- 
1374. The examiner can normally be reached on M-F (8:00-5:30) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571) 272-1233. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on apfcess to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-21 7-9 lftZ(toll-free). 
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